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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 21 November 2006 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 29-58 is/are pending in the application. 

4a) Of the above claim(s) 44-58 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E] Claim(s) 29-43 is/are rejected. 

7) [3 Claim(s) 32-33 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)\J None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) ' Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date _. 6) □ Other: . 

U.S. Patent and Trademark Office ~— _______ _ . . _ . 

PTOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mail Date 200701 24 
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DETAILED ACTION 
Response to Amendment 

1 . This Office Action is responsive to Applicant's amendment of Nov. 21 , 2006. 

Response to Arguments 

2. Applicant's argument regarding 35 USC 112, 2 nd para, have been considered 
and are persuasive. The 35 USC 1 12, 2 nd para, rejection of claims 29-43 are 
withdrawn. 

3. Applicant's arguments regarding prior art rejection of 29-31 and 34-43 have been 
considered but are not persuasive. 

4 . Applicant argues A that Aitken does not disclose a tellurite glass composition 
comprising 10-90% tellurite , at least 5% W0 3 , and at least 0-30% of a modifying oxide 
of Nb. However, although the general family of glasses disclosed does not list Nb, text 
at col. 4, lines 45-46, as quoted by Applicant, does list Nb in addition to other possible 
modifying oxides. Hence, no modification of Aitken is needed to achieve the recited 
glass composition. The Applicant is reminded that where claimed ranges overlap or lie 
inside ranges disclosed by the prior art, a prima facie case of obviousness exists. Cf. 
MPEP 2144.05. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
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the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the glass of 
Aitken, being a type of tellurite glass, would be an obvious candidate to try as the 
amplifying fiber in the Raman amplifier system of Masuda. 

5. Applicant argues B that the combination of the glass of Aitken in the Raman 
amplifier of Masuda would change the principle of operation of the Raman amplifier. In 
response, the Examiner notes that these are an apparatus claims, not method claims. 
Principle of operation cannot therefore be the patentable distinction. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claims 29, 30,31, 35, 36, 37, 38, 39 , 40, 41, 42, and 43 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Aitken (US Pat. No. 6,194,334) in view of 
Masuda (US Pat. No. 6,771,414). 
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Aitken discloses a tellurite glass to be used in optical communication 
components with a composition of 10-90% tellurite, at least 5% of the metal oxide W0 3 
(4 th col lines 31-42) and 0-30% a modifying oxide of Nb (4 th col lines 54-56) (all 
quantities in molar percent). The glass is appropriate for clad optical fiber production (4 th 
col. lines 60-62). Aitken does not specifically disclose that the glass is part of an optical 
fiber in a Raman amplifier, and comprising at least one pump laser optical coupled to 
the optical fiber, the pump adapted to emitting pump radiation at a wavelength. 
However, Masuda teaches in Fig. 6 a Raman amplifier comprising at least one optical 
fiber (1) and at least one pump (LDM-1) optically coupled to the optical fiber. The optical 
fiber comprises a tellurite glass. 

The clauses "adapted for emitting a pump radiation" and " suitable for 
enhancing Raman effect" are essentially statements of intended or desired use. Thus, 
these claims as well as other statements of intended use do not serve to patentably 
distinguish the claimed structure over that of the reference. See In re Pearson . 1 81 
USPQ 641; In re Yanush . 177 USPQ 705; In re Finsterwalder . 168 USPQ 530; In re 
Casey . 512 USPQ 235; In re Otto . 136 USPQ 458; Ex parte Masham . 2 USPQ 2nd 
1647. 

See MPEP § 21 14 which states: 

A claim containing a "recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus from the prior art apparatus" if 
the prior art apparatus teaches all the structural limitations of the claim. Ex parte Masham . 2 USPQ 2nd 
1647 

Claims directed to apparatus must be distinguished from the prior art in terms of structure 
rather than functions. In re Danly , 120 USPQ 528, 531. 

Apparatus claims cover what a device is not what a device does. Hewlett-Packard Co. v. 
Bausch & Lomb Inc. . 15 USPQ2d 1525. 1528. 
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It would have been obvious to one skilled in the art (e. g. an optical engineer) to 
produce the glass composition of Aitken, in the optical fiber and Raman amplifier of 
Masuda, for the purpose of broadening the amplifier spectrum. 

With regard to claim 34, Masuda discloses that tellurite fiber further comprises 
alkaline metals such as Al (6 th col. line 4), 

Note that the citations made herein are done so for the convenience of the 
applicant; they are in no way intended to be limiting. The prior art should be considered 
in its entirety. 

Allowable Subject Matter 

8. Claims 32-33 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Eric Bolda whose telephone number is 571-272-8104. 
The examiner can normally be reached on M-F from 8:30am to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the Examiner's 
supervisor, Jack Keith, can be reached on 571-272-6878. Please note the fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



273-8300. 



Eric Bolda 





